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SIR: 



ERRORS IN THE PRIOR REJECTION 



Consistent with the Review Requirements for identification of clear errors, Applicants 
note the following clear errors set forth in the January 22, 2009 Final Office Action: 

The Examiner's rejection of claims 1-40 under 35 U.S. C. § 103(a) as being unpatentable over 
the prior art references of Killian (U.S. Pat. No. 6,163,316) and Klosterman (U.S. Pat. No. 
5,940,073) is clearly based on factual errors and should be reversed by the Panel. 



Appl. No. 09/972,424 

Pre- Appeal Request for Review Dated April 22, 2009 
Reply to Office Action of January 22, 2009 

REMARKS 

Applicants respectfully request reconsideration of Examiner's rejection of claims 1-28 
and 33-40 under 35 U.S. C. §103 (a). The Examiner has rejected these claims in view of the cited 
prior art references of Killian and Klosterman. 

Applicants submit that the Examiner has failed to assert a prima facie case of 
obviousness for at least the reason that Killian and Klosterman, considered individually or in 
combination, fail to disclose each and every element of the claimed invention. Applicants do 
not concede that one of ordinary skill in the art would have combined the Killian and 
Klosterman references as asserted by the Examiner. However, even if, hypothetically and only 
for the purposes of this Pre-Appeal Brief Request for Review, the references were combined, the 
combination would still fail to disclose each and every element of the claims 1-28 and 33-40. 

A. The §103(a) Prior Art Rejection of Claims 1-28 and 33-40 Is Clearly Based on 
Factual Error 

The Examiner conceded on page 4 of the last Office Action that Killian fails to teach the 
selection of an advertisement to start the scheduling of the recording of the programming. This 
is a feature recited in independent claims 1, 19, 24, 33, 35 and 37. Accordingly, the Examiner 
relies upon Klosterman for teaching this feature. 

1. Klosterman Fails to Teach Selecting an Advertisement to Schedule the 
Recording of the Programming 

On page 4 of the Office Action, the Examiner states that Klosterman discloses while 

viewing through the computer, the user is allowed to click on an advertisement which allows the 

remote (the recording device can be disparate from the computer) automatic scheduling of the 

recording of the informercial/program, citing column 2, lines 14-17. The cited portion of 
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Klosterman states "if the information region contains advertising information regarding a 
product, the user may click on the information region to see a billboard or schedule a recording 
of an informercial on the product." 

Applicants submit that the Examiner's citation of Klosterman for teaching the claimed 
limitation of "enabling selection of the advertisement; and in response to selection of the 
advertisement, automatically remotely programming the media-based device to record the 
broadcast program at the predetermined start time" or language to that effect as recited in 
independent claims 1, 19, 24, 33, 35 and 37, is clearly based on factual error for at least two 
reasons. 

2. Klosterman Does Not Teach Clicking On an Advertisement for a Broadcast 
Program 

First, Klosterman teaches that the user may click on the information region to schedule a 
recording for an infomercial on a product, "if the information region contains advertising 
information regarding a product" col. 2, lines 14-17. Applicants submit that because 
Klosterman is directed at an electronic program schedule guide, wherein the program guide has 
information regions for additional information, a product is different from a broadcast program 
on the program guide. As such, Klosterman is expressly directed toward selecting a product. 
As discussed below, Klosterman does not teach clicking on an advertisement for a broadcast 
program to schedule recording of the program itself. 

3. Klosterman Does Not Teach Clicking On an Advertisement for a Broadcast 
Program to Schedule Recording the Actual Program Itself 

Moreover, Klosterman teaches clicking on the advertisement for the product to see a 

billboard or schedule a recording of an informercial on the product. Applicants submit that even 
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if, hypothetically and only for the purposes of this brief, a product is construed as a broadcast 
program, Klosterman teaches clicking on an advertisement of the product/program resulting in 
recording of the informercial/trailer of the program. Col. 2, lines 14-17. Klosterman does not 
teach that clicking on the advertisement results in scheduling the recording of the actual 
broadcast program itself. Rather, clicking on the program obtains more information about the 
program (billboard or informercial), not recording the advertised program itself. 

In other words, the relationship of what is clicked and what is recorded in Klosterman 
(advertisement for product/infomercial on the product) is differs from claims 1-28 and 33-40 
recitation of what is clicked and what is recorded. 

For at least the reasons stated above, Applicants submit that the Examiner's rejection of 
claims 1-28 and 33-40 is clearly based on factual errors and should be overturned by the Panel. 

As such, Applicants submit that Klosterman fails to make up for the deficiencies of 
Killian and that accordingly, the Examiner's rejection of claims 1-28 and 33-40 is clearly based 
on factual errors and should be overturned by the Panel. 

For at least this reason, Applicants submit that the Examiner's rejection is clearly 
erroneous and should be overturned by the Panel. 

Respectfully submitted, 

McDonnell boehnen 
hulbert & berghoff llp 

Date: April 22, 2009 By: /George I. Lee/ 

George I. Lee 
Registration No. 39,269 
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